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1 . Claims 23-41 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claims 23, 26, 30, 37 and 38, it is confusing for reciting "an initiation of a call" (claim 
23) or "an initiation of a channel" (claims 26, 30, 37 and 38) inconsistently. Which claim 
language is intended to be the claim limitation? 

In addition, in claim 23, line 7, "form" should read as ~ from 
In claim 30, line 4, "a single communication" should be changed to — a single 
communication channel --. 

2. Claims 23-41 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

The claimed features of "A network for communicating with a plurality of 
radiotelephones via respective communication channels over a carrier, wherein the channels can 
operate at a first or second data rate such that the carrier can transmit a single communication 
channel operating at the first data rate or two communication channels operating at the second 
data rate, the network comprising a controller responsive to an initiation of a call with a second 
network for initiating a change in the data rate of a transmitted channel from the first data rate to 
the second data rate." as in claim 23, "A controller for operation in a network wherein the 
network communicates with a plurality of radiotelephones via respective communication 
channels over a carrier, the channels being operable at a first or second data rate such that the 
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carrier can transmit a single communication operating at the first data rate or two communication 
channels operating at the second data rate, the controller comprising means responsive to an 
initiation of a channel with a second network for initiating a change in the data rate of a 
transmitted channel from the first data rate to the second data rate." as in claim 30, and U A 
method of communicating with a plurality of radiotelephones via respective communication 
channels over a carrier, wherein the channels can operate at a first or second data rate such that 
the carrier can transmit a single communication channel operating at the first data rate or two 
communication channels operating at the second data rate, the method comprising changing the 
data rate in response to an initiation of a channel with a second network." as in claim 38, were 
not described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

To be more specific, it is not fully disclosed as to what "an initiation of a call or a 
channel with a second network" is referring to. Is it referring to a subscriber in the first 
network calling a subscriber in the second network, or the other way around? It is also unclear 
as to what is the purpose for "initiating a change in the data rate of a transmitted channel from 
the first data rate to the second data rate in response to an initiation of a call or a channel with 
a second network". Is it a single transmitted channel being changed on the data rate only? If it 
is, then how can the call between two subscribers in two networks be established with a single 
transmitted channel being changed? 

The specification merely repeats the same recitation as in the claims (see sections [0013], 
[0030]) without further distinguishing between the two conditions of a subscriber in the first 
network calling a subscriber in the second network, or the other way around. Regarding the 
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purpose of "initiating a change in the data rate of channels from the first data rate to the second 
data rate in response to an initiation of a call or a channel with a second network", although 
in section [0055], lines 18-20, it describes the situation of a user on the second network wanting 
to establish a call with a subscriber of the first network, it requires a call request sent from the 
user in the second network to the controller (i.e. the gatekeeper). The controller then instructs 
two subscribers in the first network, each utilizes a timeslot at fvxll speech rate, to change to half 
speech rate, and for the IMC 6 to combine the two half speech rate channels onto the same 
timeslot, to result in one of the timeslots being released, thereby allowing a call to be placed 
between two subscribers in two networks. 

The claims 23-36, 38-41 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement because nowhere in the disclosure described the 
claimed subject matter as claimed in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

Furthermore, the claimed feature of "A radiotelephone for operation with a network 
which initiates a change in data rate of a channel from a first data rate to a second data rate in 
response to an initiation of a channel with a second network, the radiotelephone comprising a 
controller responsive to a signal from the network for changing the data rate of data being 
transmitted on a channel from a radiotelephone" as in claim 37, was not described in the 
disclosure at all. In fact, it is the controller 7 (i.e. gatekeeper) that is disclosed, which is 
connected to BTS 5, and then the BTS 5 is connected to the radiotelephone 4 via an air interface. 
There is nowhere in the disclosure describes that the controller is located within the 



Application/Control Number: 09/732,293 Page 5 

Art Unit: 2665 

radiotelephone to change the data rate of data being transmitted on a channel from a 
radiotelephone responsive to a signal from the network. 

3. In view of the above 112, 1 st paragraph problems as indicated, there is no prior art 
rejection can be applied at this time. 

4. Applicants arguments filed November 28, 2005 have been fully considered but they are 
not persuasive. 

In the remark, the applicant mainly argued that the 35 U.S.C. 1 12, first paragraph 
rejection regarding claims 23-41 was improper and should be withdrawn since it is the 
specification alone should have been rejected. The examiner disagreed since the claims contain 
subject matter which was not described in the specification in such a way to enable one skilled in 
the art to which it pertains to make and/or use the invention. The 35 U.S.C. 1 12, first paragraph 
rejection regarding claims 23-41 deems to be proper. 

To be more specific, the specification fails to provide the enablement for "changing the 
data rate in response to an initiation of a call or a channel with a second network". It is not 
fully disclosed as to what "an initiation of a call or a channel with a second network" is 
referring to. Is it referring to a subscriber in the first network calling a subscriber in the second 
network, or the other way around? It is also unclear as to what is the purpose for "initiating a 
change in the data rate of a transmitted channel from the first data rate to the second data rate 
in response to an initiation of a call or a channel with a second network". Is it a single 
transmitted channel being changed on the data rate only? If it is, then how can the call between 
two subscribers in two networks be established with a single transmitted channel being changed? 
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The specification merely repeats the same recitation as in the claims (see sections [0013], 
[0030]) without further distinguishing between the two conditions of a subscriber in the first 
network calling a subscriber in the second network, or the other way around. Furthermore, 
regarding the purpose of "initiating a change in the data rate of channels from the first data rate 
to the second data rate in response to an initiation of a call or a channel with a second 
network", although in section [0055], lines 18-20, it describes the situation of a user on the 
second network wanting to establish a call with a subscriber of the first network, it requires a call 
request sent from the user in the second network to the controller (i.e. the gatekeeper). The 
controller then instructs two subscribers in the first network, each utilizes a timeslot at full 
speech rate, to change to half speech rate, and for the IMC 6 to combine the two half speech rate 
channels onto the same timeslot, to result in one of the timeslots being released, thereby allowing 
a call to be placed between two subscribers in two networks. 

In addition, the claimed feature of having "A radiotelephone for operation with a network 
which initiates a change in data rate of a channel from a first data rate to a second data rate in 
response to an initiation of a channel with a second network, the radiotelephone comprising a 
controller responsive to a signal from the network for changing the data rate of data being 
transmitted on a channel from a radiotelephone" as in claim 37, was not described in the 
disclosure at all. In fact, only the controller 7 (i.e. gatekeeper) was disclosed, which is connected 
to BTS 5, and then the BTS 5 is connected to the radiotelephone 4 via an air interface. There is 
nowhere in the disclosure describes that the controller is located within the radiotelephone to 
change the data rate of data being transmitted on a channel from a radiotelephone responsive to a 
signal from the network. 
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5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alpus H. Hsu whose telephone number is (571)272-3146. The 
examiner can normally be reached on M-F (5:30-3:00) First Friday Off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Huy D. Vu can be reached on (571)272-3155. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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